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Response to Arguments 



Applicant's arguments with respect to claim 1-47 have been considered but are moot in 



view of the new ground(s) of rejection. 



Claim Rejections - 35 USC § 102 



2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 



States and was published under Article 21(2) of such treaty in the English language. 

3. Claims 1-38 and 41-47 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Monty et al (Pub. No.: US 20020029416) 

Regarding claim 1 Monty et al disclose: A digital printer for producing hardcopy 
prints (please note Fig.1 item 13) the printer comprising: a) a marking apparatus 
adapted to provide images on a print (please note Fig.8 item 22 the proof sheet that 
prints images on the paper, page 3 paragraph 0031 lines 7-9 b) a digital medium 
interface for transferring images from a digital storage medium which stores a plurality 



of digital images (please note Fig.1 item 20 which transfers digital images jomT the 
camera 12 to the printer, page 3 paragraph 0031) c) a network connection for 
communicating with a network (please note Fig.8 item 205 where the printer 14 
connects to the network, page 10 paragraph 1-8) and d) a graphical user interface 
having user controls (please note Fig.8 items 32 and 34, page 3 paragraph 0034). said 
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graphical user interface being adapted to select a digital image stored on the digital 
storage medium (please note page 3 paragraph 0031 where the images are selected by 
the user) and selectively communicate with both the marking apparatus for local printing 
of the selected image and the network for remote printing of the selected image (please 
note Fig.8, page 3 paragraph 0036 and page 10 lines 1-8). 

Regarding claim 2 Monty et al disclose: A printer according to claim 1 , further 
comprising a color image display for viewing the transferred images (please note Fig.8 
item 34 page 3 paragraph 0034). 

Regarding claim 3 Monty et al disclose: A printer according to claim 1 , wherein 
said marking apparatus is a color marking apparatus adapted to print the selected 
image to be printed on a hardcopy print (please note page 3 paragraph 0031). 

Regarding claim 4 Monty et al disclose: A printer according to claim 3, further 
comprising a processor which receives the transferred images from the digital medium 
interface said processor being adapted to control the color marking apparatus the digital 
medium interface and the graphical user interface (please note Fig.2 items 26 the 
processor item 24 the digital medium and item 34 the interface, page 3 paragraph 
0034). 

Regarding claim 5 Monty et al disclose: A printer according to claim 1 , wherein 
said digital medium interface is a removable memory card interface (please note Fig.2 
item 24 page 3 paragraph 0034 lines 1-6). 
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Regarding claim 6 Monty et al disclose: A printer according to claim 1 , wherein 
said digital medium interface is a compact disk reader (please note page 3 paragraph 
0034). 

Regarding claim 7 Monty et al disclose: A printer according to claim 4, further 
comprising a camera interface adapted to transfer captured images from an electronic 
camera to the processor (please note page 3 paragraph 0031). 

Regarding claim 8 Monty et al A printer according to claim 1 , wherein the user 
controls comprise menu buttons for selecting images to be uploaded to the network 
(please note Fig. 8 page 10 lines 1-8). 

Regarding claim 9 Monty et al disclose: A printer according to claim 1 , wherein 
the user controls enable a selection of a preferred photo product from a plurality of 
photo products (please note page 3 paragraph 0036). 

Regarding claim 10 Monty et al disclose: A printer according to claim 9, further 
comprising a color image display, wherein the plurality of photo product options are 
displayed on the color image display (please note page 10 paragraph 0085). 

Regarding claim 1 1 Monty et al disclose: A printer according to claim 1 , wherein 
the network connection is adapted to download images from the network for storage 
prior to local printing, the downloaded images being recalled for use during printing 
(please note page 9 paragraph 0082). 

Regarding claim 12 Monty et al disclose: A printer according to claim 2, wherein 
the user controls enable the selected image to be cropped prior to printing (please note 
page 3 paragraph 0036). 
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Regarding claim 13 Monty et al disclose: A printer according to claim 12, wherein 
the cropped image is displayed on the color image display prior to printing (please note 
page 1 paragraph 0005). 

Regarding claim 14 Monty et al disclose: A printer according to claim 13, wherein 
the images stored on the digital storage medium include thumbnail images and the 
display of the cropped image display is provided by cropping the thumbnail image 
(please note page 4 paragraphs 0044 and 0045). 

Regarding claim 15 Monty et al disclose: A printer according to claim 2, wherein 
the user controls enable the selected image to be rotated prior to printing (please note 
page 4 and 5 paragraph 0047). 

Regarding claim 16 Monty et al disclose: A printer according to claim 15, wherein 
the rotated image is displayed on the color image display prior to printing (please note 
page 7 paragraph 0061 ). 

Regarding claim 17 Monty et al disclose: A printer according to claim 16, wherein 
the images stored on the digital storage medium include thumbnail images and the 
rotated image display is provided by rotating the thumbnail image (please note pages 4 
and 5 paragraph 0047). 

Regarding claim 18 Monty et al disclose: A printer according to claim 16, wherein 
a rotation setting selected for a particular image is stored in a digital memory in the 
printer prior to printing and recalled for use during printing (please note page 5 
paragraph 0047). 
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Regarding claim 19 Monty et al disclose: A printer according to claim 1, wherein 
the user controls enable the selected image to be combined with a frame image prior to 
printing to form a combined image (please note page 5 paragraph 0048). 

Regarding claim 20 Monty et al disclose: A printer according to claim 19, wherein 
the combined image is displayed on a color image display of the printer prior to printing 
(please note page 3 paragraph 0034). 

Regarding claim 21 Monty et al disclose: A printer according to claim 20, wherein 
the frame selected for the particular image is stored in a digital memory in the printer 
prior to printing and recalled for use during printing (please note page 6 paragraph 
0057). 

Regarding claim 22 Monty et al disclose: A printer according to claim 1 , wherein 
the user controls enable the specific image to be: overlayed with a text message prior to 
printing (please note page 5 paragraph 0048). 

Regarding claim 23 Monty et al disclose: A printer according to claim 22, 
wherein the overlayed image is displayed on the color image display of the printer prior 
to printing (please note page 3 paragraph 0034). 

Regarding claim 24 Monty et al disclose: A printer according to claim 22, wherein 
the text message selected for a particular image is stored in a digital memory in the 
printer prior to printing and recalled for use during printing (please note page 6 
paragraph 0057). 
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Regarding claim 25 Monty et al disclose: A printer according to claim 1 , wherein 
the user controls enable a brightness of the specific image to be modified (please note 
page 4 paragraph 0046). 

Regarding claim 26 Monty et al disclose: A printer according to claim 25, wherein 
the brightness modified image is displayed on a color image display of the printer prior 
to printing (please note page 10 paragraph 0085). 

Regarding claim 27 Monty et al disclose: A printer according to claim 26, wherein 
a brightness setting selected for a particular image is stored in a digital memory in 
the printer prior to printing and recalled for use during printing (please note page 3 
paragraph 0037). 

Regarding claim 28 Monty et al disclose: A printer according to claim 1 , wherein 
the color marking apparatus includes a removable ink jet head (please note page 3 
paragraph 0033). 

Regarding claim 29 Monty et al disclose: A printer according to claim 28, wherein 
the graphical user interface includes a graphical image depicting the amount of ink 
remaining in the ink jet head (please note page 5 paragraph 0051). 

Regarding claim 30 Monty et al disclose: A printer according to claim 1 , wherein 
said network provides a communication with a fulfillment center which is adapted to 
provide a photo product that includes the selected image (please note page 10 lines 1- 
8). 

Regarding claim 31 Monty et al disclose: A printer according to claim 1, wherein 
said network provides a communication with a fulfillment center which is adapted to 
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provide photofinishing services to said selected image (please note page 3 paragraph 
0038). 

Regarding claim 32 and 37 Monty et al disclose: An imaging apparatus adapted 
to produce hardcopy prints (please note Fig.1 item 13) the apparatus comprising: 
an interface arrangement adapted to transfer images stored on a digital storage media 
(please note Fig.1 item 20 which transfers digital images form the camera 12 to the 
printer, page 3 paragraph 0031) the transferred images being viewable on a display 
screen of the imaging apparatus (please note page Fig.2 item 34) a communication 
arrangement for transferring images to a network (please note Fig.1 item 20) and user 
controls adapted to select local or remote network printing of the images stored on the 
digital storage media (please note Fig.8 items 32 and 34, page 3 paragraph 0034). 

Regarding claim 33 Monty et al disclose: An apparatus according to claim 32, 
wherein said user controls include a control button for selecting an image of said stored 
images to be printed on a remote hardcopy printer connected to a network while viewing 
the stored images on the display screen, of the printer (please note page10 lines 1-8). 

Regarding claim 34 and 36 Monty et al disclose: A method of producing prints, 
the method comprising the steps of a) electronically capturing images by way of an 
electronic camera (please note Fig.1 item 12 the digital camera) b) transferring the 
captured images to a printer (please note Fig.1, page 3 paragraph 0031) c) displaying 
the captured images on a display screen on the printer (please note Fig.8 page 3 
paragraph 0034) d) selecting a specific image to be printed from the captured images 



Application/Control Number: 09/638,787 Page 9 

Art Unit: 2626 

(please note page 3 paragraph 0036) and e) uploading the selected image to a network 
for remote printing (please note page 10 lines 1-8). 

Regarding claim 35 Monty et al disclose: A method according to claim 34, 
wherein said step of transferring the captured images to the printer comprises storing 
the captured images on a digital storage medium and inserting the digital storage 
medium into an interface on said printer (please note Fig. 2 item 24 page 3 paragraph 
0034). 

Regarding claim 38 Monty et al disclose: A printer according to claim 37, wherein 
the camera interface includes an electrical connector that directly mates with a 
corresponding connector on the digital camera (please note page 9 paragraph 0083). 

Regarding claim 41 Monty disclose: A printer according to claim 37, wherein the 
printer further comprises a color image display (please note page 3 paragraph 0034). 

Regarding claim 42 Monty et al disclose: A printer according to claim 41 , wherein 
the color image display pivots from a closed protected position to a viewable position 
(please note page 3 paragraph 0034 lines 13-18). 

Regarding claim 43 Monty et al disclose: A printer according to claim 41 , wherein 
in the second printing mode, the color image display provides a menu of selectable 
printing options for the remotely located printing system (please note page 10 lines 1-8). 

Regarding claim 44 Monty et al disclose: A printer according to claim 43, wherein 
the menu is displayed only when the network interface is connected to the remotely 
located printing system (please note page 9 and 10 paragraph 0083). 
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Regarding claim 45 Monty et al disclose: A printer according to claim 43, wherein 
in the second mode, the color image display is used to display a shipping address to be 
used by the remotely located printing system (please note page 10 lines 1-8). 

Regarding claim 46 Monty et al disclose: A printer according to claim 45, wherein 
the shipping address is provided from a user account which includes billing information 
(please note page 7 paragraph 0062). 

Regarding claim 47 Monty et al disclose: A printer according to claim 45, wherein 
the shipping address is provided from a user account established when the printer was 
purchased or rented (please note page 6 and 7 paragraph 0059). 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claims 39-40 are rejected under 35 U.S.C. 103(a) as being unpatentable over Monty et al 
(Pub. No.: US 20010019416) in view of Kondo et al (US Patent 6,151,652). 

Regarding claim 39 Monty et al do not disclose: A printer according to claim 37, 
wherein the camera interfaces uses the USB interface. On the other hand Kondo et al 
disclose: A printer according to claim 37, wherein the camera interfaces uses the USB 
interface (please note column 9 lines 48-59). 
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Therefore it would have been obvious to a person of ordinary skill in art at the time of 
the invention to Monty et al's invention according to the teaching of Kondo et al , where 
Kondo et al in the same filed of endeavor teach the way USB interface is used to 
transmit images from the camera to the printer for purpose of upgrading the interface for 
having a power supply ability. 

Regarding claim 40 Kondo et al disclose: A printer according to claim 37, wherein 
the camera interfaces uses the IEEE 1394 interface (please note column 9 lines 48-53). 

Contact Information 

> Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Saeid Ebrahimi-Dehkordy whose telephone number 
is (703) 306-3487 . 

The examiner can normally be reached on Monday through Friday from 8:00 a.m. to 
5:30 p.m. If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Kimberly Williams, can be reached at (703) 305-4863. 

Any response to this action should be mailed to: 

Assistant Commissioner for Patents 
Washington, D.C. 20231 
Or faxed to: 

(703) 872-9306, or (703) 308-9052 (for formal communications; please 
mark 

"EXPEDITED PROCEDURE") 



Or: 
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(703) 306-5406 (for informal or draft communications, please label 

"PROPOSED" or "DRAFT") 
Hand delivered responses should be brought to Crystal Park II, 2121 Crystal 
Drive, Arlington, VA., Sixth Floor (Receptionist). 

Any inquiry of a general nature or relating to the status of this application should be 
directed to the Group Receptionist whose telephone number is (703) 305-4750. 



Saeid Ebrahimi-Dehkordy 
Patent Examiner 
Group Art Unit 2626 
July 28 
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